Pur pose of the Patent M onopoly

A patent benefits both the inventor, by guarantgdis exclusive property right in his
invention, and the public, by obtaining the fulbclosure of a novel and useful invention.

What is claim construction?

Process by which the courts determine the true imganfi the claims of a patent
A claim states the invention in a single sentence
There tends to be plurality of these claims innglei a patent

Each of these claims are short and consise statsnaxpressed with immense formality,
of the metes and bounds of the patented invention

“[T]he construction of claims is simply a way ofibbrating the normally terse claim
language: in order to understand and explain, butaxchange, the scope of the claim.”

In 1870, US patent law was amended to formallyidelclaims to set forth the
invention?

Doctrine of equivalents

The doctrine of equivalents holds that one canmoidainfringement by making
immaterial or insubstantial changes to patentegestimatter that carry the “new” matter
outside the reach of the patent cldim.

The purpose of the doctrine of equivalents is tvent prospective infringers from
appropriating a patented invention by utilitizingpaphole in the language of the patent,
thus excluding their limitation from the literalage of the paterit.

The doctrine elevates the breadth of scope a gaenay place in his patented
technology in view of “merely colorable changes”

The Supreme Court first referenced the doctrinévians v. Eaton by noting that “a mere
change in the form or proportions of any machiredisiot be deemed a discovery.”

Note:
0 The courts appear to look what constitute a pabdmiavention to help
determine what constitutes a mere colorable chéailfjeg within the doctrine of

equivalents

Doctrine of equivalents is generally consideretidee been formalized by the Supreme
Court in Winans v. Denme&drhe Supreme Court dealt with a patent for cortitig



the body of a railroad car from a sheet of iron.dppeal, the Court set forth the common
law definition of the doctrine of equivalents:

0 Under our law a patent cannot be granted merelg fdrange of form. ... To
change the form of an existing machine, and by me&such change to
introduce and employ other mechanical principlesaiural powers, or, as it is
termed, a new mode of operation, and thus attagwaand useful result, is the
subject of a patent. Such is the basis on whiclpldiatiff's patent rests.

*kkk

o Itis generally true, when a patentee describeaehine, and then claims it as
described, that he is understood to intend to ¢laimd does by law actually
cover, not only the precise forms he has descritwidall other forms which
embody his invention[’]

0 In a5-4 Winans decision, the Court held that ih@larity required for an
equivalent finding is one that “must be so nea toue circle as substantially to
embody the patentee’s mode of operation, and therehin the same kind of
result as was reached by his inventidn.”

« Many 19" century cases relied on this development of thutrihe to determine
infringement, including Gould v. Rees whereby hsstlifford wrote for the majority of
the Supreme Court the following:

o0 [A]n alteration in a patented combination which sigrsubstitutes another old
ingredient for one of the ingredients in the padrtombination is an
infringement of the patent, if the substitue perfeithe same function and was
well known at the date of the patent as a proplestgute for the omitted
ingredient, but the rule is otherwise if the ingesd substituted was a new one,
or performs a substantially different functionwas not known at the date of the
plaintiff's patent as a proper substitute for tine @mitted from is patented
combinatiorr

* Equivalent if:
* A. Performs same function

» B. Was well known at the date of the patent aopqr
substitute for the omitted element

» Re B. above, the Supreme Court, in Werner Jenki@sorv. Hilton-Davis Chemical
Co®rejected an argument that the doctrine of equitalshould be limited in
application to situations wherein the equivalens waown to be an equivalent substitute
at the time of patenting.

 In the late 19 century, the doctrine had some hiccups in its wickeptance as the
construction pendulum swayed to the public’'s bénreffie., the claim construction is be
more narrow.



e In 1950, the Supreme Court resurrected from thenmomlaw the doctrine of equivalents
in the case now steeped in antiquity, Graver Tarlf§. Co. v. Linde Air Prods! In
this case, the Supreme Court was confronted wiilnarovement in welding techniques
which the defendants had mirrored in creating atation which fell outside the {?
Literal} claim language, but utilized the same pipie described in the plaintiff's patent.

o Court affirmed the lower court verdict of a findin§infringement
0 Justice Jackson wrote opinion affirming the doetrif equivalents

o Jackson adopted the “function, way, and result’sesforth over 70 years prior
in Union Paper-Bag Machine Co. v. Murphy

o Courtin Graver said the following was the rati@ned the doctrine:

» [Clourts have also recognized that to permit inotabf a patented
invention which does not copy every literal detailuld be to convert
the protection of the patent grant into a hallow aseless thing. Such a
limitation would leave room for — indeed encouraghe unscrupulous
copyist to make unimportant and insubstantial ckarand substitutions
in the patent which, though adding nothing, wouddenough to take the
copied matter outside the claim, and hence outhkigleeach of law. One
who seeks to pirate an invention, like one who seelpirate a
copyrighted book or play, may be expected to intogdminor variations
to conceal and shelter the piracy. Outright anthfaght duplication is a
dull and very rare type of infringement. To prohibd other would place
the inventor at the mercy of verbalism and wouldibleordinating
substance to form. It would deprive him of the bigrd his invention
and would oster concealment rather than disclosireventions, which
is one of the primary purposes of the patent system

* In Hilton-Davis, the Federal Circuit commencedaiten expansion of the doctrine of
equivalents declaring that the “function-way-restést from Graver Tank represented
only one possible test of infringement.

! Scripps Clinic & Research Foundation v. Genentéuh,927 F.2d 1565, 1580, 18 USPQ 2d 1001, 1013
(Fed. Cir. 1991).

2 Act of 1870, ch. 230, § 26, 16 Stat. 198 (1870)ekein the applicant “[s]hall particularly speficiind
point out the part, improvement or combination, ehhine claims as his own invention.”

3 Kahrl, p 2-54.

* Kahrl, p 2-54
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